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Art Unit: 3679 

DETAILED ACTION 
Claim Objections 

9 

1. Claims 1-6 and 14 are objected to because of the following informalities: the claims need 
to be re-written according to rule CFR 1.75(i) - "where a claim sets forth a plurality of elements 
or steps, each element or step of the claim should be separated by a line indentation." 

Correction is required. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 2, 9/2, 10/9/2, and 12/9/2 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Folkard GB Patent No. 745,847. 

With regard to claim 2, Folkard discloses a pipe joint comprising a first 15 and a second 
1 1 tubular joint member of synthetic resin, and screw means 10,14 for joining the joint members, 
the pipe joint being characterized in that the first joint member is provided with an annular 
recessed portion (portion on left next to 16) in an abutting end face thereof, the second joint 
member being provided with an annular ridge (portion on right next to 1 2) on an abutting end 
face thereof, the ridge of the second joint member being fitted in the recessed portion of the first 
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joint member, with an outer surface of the ridge in intimate contact with an inner surface of the 
recessed portion approximately over the entire surface areas when the pipe joint is properly 
tightened up, a portion of the abutting end face of the first joint member positioned radially 
inwardly of the recessed portion being then in intimate contact with a portion of the abutting end 
face of the second joint member positioned radially inwardly of the ridge approximately over the 
entire surface areas thereof, a portion of the abutting end face of the first joint member 
positioned radially outwardly of the recessed portion being then in intimate contact with a 
portion of the abutting end face of the second joint member positioned radially outwardly of the 
ridge approximately over the entire surface areas thereof, 

wherein when the pipe joint is manually tightened up, a first gap is present between the 
portion of the abutting end face of the first joint member positioned radially inwardly of the 
recessed portion and the portion of the abutting end face of the second joint member positioned 
radially inwardly of the ridge, and a second gap greater than the first gap is present between the 
portion of the abutting end face of the first joint member positioned radially outwardly of the 
recessed portion and the portion of the abutting end face of the second joint member positioned 
radially outwardly of the ridge. 

Note: the method of forming the device is not germane to the issue of patentability of the 
device itself Therefore, this limitation is given little patentable weight. Also, a comparison of 
the recited process with the prior art process does NOT serve to resolve the issue concerning 
patentability of the product In re Pressman. 489 F2d 742, 180 U.S.P.Q. 324 (CCPA 1974). 
Whether a product is patentable depends on whether it is known in the art or it is obvious, and is 
not governed by whether the process by which it is made is patentable. In re Klug. 333 F2d 905, 
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142 U.S.P.Q. 161 (CCPA 1964). In an exparte case, product-by-process claims are not 
construed as being limited by the product formed by the specific process recited. In re Hirao et 
oL 535 F2d 67, 190 US,P,Q. 15, see footnote 3 (CCPA 1976), 

With regard to claim 9/2, Folkard discloses each of the joint members being provided at 
the abutting end face thereof with a flange portion (portion on right next to 1 3 and portion on left 

« 

next to 17), and the screw means comprises an annular male screw member 10 having a forward 
end face in bearing contact with the flange portion of one of the joint members, and a cap nut 14 
fitted around the other joint member and having a top wall in bearing contact with the flange 
portion of said other joint member, the cap nut being screwed on the male screw member. 

With regard to claim 10/9/2, Folkard discloses at least one of a space between the male 
screw member and the flange portion of said one joint member and a space between the top wall 
of the cap nut and the flange portion of said other joint member having disposed therein a biasing 
member 13,17 for biasing one of the joint members toward the other joint member. 

With regard to claim 12/9/2, Folkard discloses a synthetic resin thrust ring 13 being 
interposed between the cap nut top wall and the flange portion of the joint member. 
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4. Claim 3 is rejected under 35 U.S.C. 102(b) as being anticipated by Kingsford et al U.S. 
Patent No. 5,645,301. 

With regard to claim 3 and as seen in Figure 5 A, Kingsford et al disclose a pipe joint 

comprising a first 140 and a second 138 tubular joint member of synthetic resin, a synthetic resin 

gasket 142 interposed between abutting portions of the joint members and screw means 173 for 

« 

joining the joint members, the pipe joint being characterized in that each of the joint members is 
provided in an abutting end face thereof with an annular recessed portion 156,158 for forming a 
portion for accommodating the gasket therein when the joint members are butted against each 
other, the gasket being in intimate contact with an inner surface of the recessed portion of the 
first joint member approximately over the entire area thereof when the pipe joint is properly 
tightened up, a surface portion of the gasket exposed from the same recessed portion being then 
in intimate contact with an inner surface of the recessed portion of the second joint member 
approximately over the entire area thereof, a portion of the abutting end face of the first joint 
member positioned radially inwardly of the recessed portion thereof being then in intimate 
contact with a portion of the abutting end face of the second joint member positioned radially 
inwardly of the recessed portion thereof approximately over the entire surface areas thereof, a 
portion of the abutting end face of the first joint member positioned radially outwardly of the 
recessed portion thereof being then in intimate contact with a portion of the abutting end face of 
the second joint member positioned radially outwardly of the recessed portion thereof 
approximately over the entire surface areas thereof, 
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wherein when the pipe joint is manually tightened up, a first gap is present between the 
portion of the abutting end face of the first joint member positioned radially inwardly of the 

t 

recessed portion thereof and the portion of the abutting end face of the second joint member 
positioned radially inwardly of the recessed portion thereof, and 

a second gap greater than the first gap is present between the portion of the abutting end 
face of the first joint member positioned radially outwardly of the recessed portion thereof and 
the portion of the abutting end face of the second joint member positioned radially outwardly of 
the recessed portion thereof 

Note: the method of forming the device is not germane to the issue of patentability of the 
device itself Therefore, this limitation is given little patentable weight Also, a comparison of 
the recited process with the prior art process does NOT serve to resolve the issue concerning 
patentability of the product In re Pressman. 489 F2d 742, 180 U.S,P,Q. 324 (CCPA 1974), 
Whether a product is patentable depends on whether it is known in the art or it is obvious, and is 
not governed by whether the process by which it is made is patentable. In re Klug. 333 F2d 905, 
142 U.S.P.Q. 161 (CCPA 1964). In an exparte case, product-by-process claims are not 
construed as being limited by the product formed by the specific process recited. In re Hirao et 
oL 535 F2d 67, 190 U.S.P.Q, 15, see footnote 3 (CCPA 1976), 
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Claim Rejections - 35 (JSC §103 

■ 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boitnott et al U.S. 
Patent No. 2,726,104. 

With regard to claim 1, and as seen in Figure 1, Boitnott et al disclose a pipe joint 
comprising a first 1 1 and a second 10 tubular joint member, a synthetic resin gasket 16,17 
interposed between abutting portions of the joint members and screw means 12 for joining the 
joint members, the pipe joint being characterized in that the first joint member is provided in an 
abutting end face thereof with an annular recessed portion 1 5 having an opening remaining 
therein with the gasket entirely fitted therein, the second joint member being provided with an 
annular ridge 14 on an abutting end face thereof, the ridge being fitted in the opening of the 
recessed portion with the gasket fitted in the recessed portion, an outer surface of the ridge of the 
second joint member being pressed against an inner surface of the recessed portion of the first 
joint member with the gasket interposed between the surfaces in intimate contact therewith 
approximately over the entire surface areas when the pipe joint is properly tightened up, a 
portion of the abutting end face of the first joint member positioned radially inwardly of the . 
recessed portion being then in intimate contact with a portion of the abutting end face of the 



Application/Control Number: 1 0/506,67 1 Page 8 

Art Unit: 3679 

second joint member positioned radially inwardly of the ridge approximately over the entire 
surface areas thereof, a portion of the abutting end face of the first joint member positioned 
radially outwardly of the recessed portion being then in intimate contact with a portion of the 
abutting end face of the second joint member positioned radially outwardly of the ridge 
approximately over the entire surface areas thereof, 

wherein when the pipe joint is manually tightened up, a first gap is present between the 
portion of the abutting end face of the first joint member positioned radially inwardly of the 
recessed portion and the portion of the abutting end face of the second joint member positioned 
radially inwardly of the ridge, and a second gap greater than the first gap is present between the 

« 

portion of the abutting end face of the first joint member positioned radially outwardly of the 
recessed portion and the portion of the abutting end face of the second joint member positioned 
radially outwardly of the ridge. 

Note: the method of forming the device is not germane to the issue of patentability of the 
device itself Therefore, this limitation is given little patentable weight. Also, a comparison of 
the recited process with the prior art process does NOT serve to resolve the issue concerning 
patentability of the product. In re Pressman. 489 F2d 742, 180 U.S.P.Q. 324 (CCPA J 974), 
Whether a product is patentable depends on whether it is known in the art or it is obvious, and is 
not governed by whether the process by which it is made is patentable. In re Klug. 333 F2d 905, 
142 U,S,P,Q. 161 (CCPA 1964), In an exparte case, product-by-process claims are not 
construed as being limited by the product formed by the specific process recited. In re Hirao et 
oL 535 F2d 67, 190 U,S,P,Q, 15, see footnote 3 (CCPA 1976). 
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However, Boitnott et al do not disclose that the first and second tubular joint members are 
made of a synthetic resin. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have fabricated the first and second tubular joint members from synthetic resin 
because it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 
In re Leshin, 125 USPQ 416. 

Allowable Subject Matter 
7. Claims 1 1/9/2 and 13/12/9/2 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

With regard to claim 1 1/9/2, the prior art of record does not teach or suggest an annular 
clearance being formed inside the cap nut around the flange portions of the joint members with 
an annular spacer, and a biasing member in a space between the cap nut top wall and the spacer 
and a space between the male screw member and the spacer in combination with the pipe joint of 
claims 2 and 9. 

« 

With regard to claim 13/12/9/2, the prior art of record does not teach or suggest the thrust 
ring having an outside diameter larger than the inside diameter of the cap nut where the cap nut 
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has an annular recess formed in an inner periphery for accommodating an outer peripheral edge 
of the thrust ring in combination with the pipe joint of claims 2, 9, and 12, 



8. Claim 14 is allowed. 

9. The following is an examiner's statement of reasons for allowance: 

With regard to claim 14, the prior art of record does not teach or suggest the combination 
of a pipe joint with first and second tubular joint members of synthetic resin with a synthetic 
resin gasket interposed between the abutting portions of the joint members and screw means for 
joining the joint members, wherein each of the joint members is provided at the abutting end face 
thereof with a flange portion, and the screw means comprises an annular male screw member 
having a forward end face in bearing contact with the flange portion of one of the joint members, 
and a cap nut fitted around the other joint member and having a top wall in bearing contact with 
the flange portion of said other joint member, the cap nut being screwed on the male screw 
member and the first joint member being provided in an abutting end face thereof with an 
annular recessed portion having an opening remaining therein with the gasket entirely fitted 
therein, the second joint member being provided with an annular ridge on an abutting end face 
thereof, the ridge being fitted in the opening of the recessed portion with the gasket fitted in the 
recessed portion, an outer surface of the ridge of the second joint member being pressed against 
an inner surface of the recessed portion of the first joint member with the gasket interposed 
between the surfaces in intimate contact therewith approximately over the entire surface areas 
wherein when the pipe joint is properly tightened up, a portion of the abutting end face of the 
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first joint member positioned radially inwardly of the recessed portion being then in intimate 
contact with a portion of the abutting end face of the second joint member positioned radially 
inwardly of the ridge approximately over the entire surface areas thereof, a portion of the 
abutting end face of the first joint member positioned radially outwardly of the recessed portion 
being then in intimate contact with a portion of the abutting end face of the second joint member 
positioned radially outwardly of the ridge approximately over the entire surface areas thereof 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 

■ 

fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

Response to Arguments 

10. AppUcant's arguments filed 6/8/07 and 6/1 1/07 have been fiiUy considered but they are 
not persuasive. 

a. In response to Applicant's argument that Boitnott, Folkard, and Kingsford fail to 
disclose the process steps defined "when the pipe joint is manually tightened up", the 
method of forming the device is not germane to the issue of patentability of the device 
itself. Therefore, this limitation is given little patentable weight. Also, a comparison of 
the recited process with the prior art process does NOT serve to resolve the issue 
concerning patentabiUty of the product. In re Pressman , 489 F2d 742, 180 U.S.P.Q. 324 



Application/Control Number: 10/506,671 Page 12 

Art Unit: 3679 , 

(CCPA 1974). Whether a product is patentable depends on whether it is known in the art 
or it is obvious, and is not governed by whether the process by which it is made is 
patentable. In re Klug. 333 F2d 905, 142 U.S.P.Q. 161 (CCPA 1964). In an exparte case, 
product-by-process claims are not construed as being limited by the product formed by 
the specific process recited. In re Hirao et al.. 535 F2d 67, 190 U.S.P.Q. 15, see footnote 
3 (CCPA 1976). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fannie C. Kee whose telephone number is (571) 272-1820. The 
examiner can normally be reached on 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/506,671 



Page 13 



Art Unit: 3679 

Information regarding the status of an application may be obtained from the Patent 
AppUcation Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 



like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Fannie C. Kee 
September 17, 2007 



AARON DUNWOODY 
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TECHNOLOGY CENTER 3600 




